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DETAILED ACTION 
Election/Restrictions 

1 . Newly submitted claims 25-37 are directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: 

2. Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-3,6,16-21, drawn to prosthetic foot, classified in class 623, 
subclass 55. 

II. Claims 25-37, drawn to prosthetic foot system, classified in class 623, 
subclass 53. 

The inventions are distinct, each from the other because of the following reasons: 

3. Inventions II and I are related as combination and subcombination. Inventions in 
this relationship are distinct if it can be shown that (1) the combination as claimed does 
not require the particulars of the subcombination as claimed for patentability, and (2) 
that the subcombination has utility by itself or in other combinations (MPEP § 
806.05(c)). In the instant case, the combination as claimed does not require the 
particulars of the subcombination as claimed because the combination does not require 
side by side sensors or connector mounted to the top part of the elongated body via the 
pair of sensors. The subcombination has separate utility such as for use as a testing 
device for measuring forces during gait cycle. 

The examiner has required restriction between combination and subcombination 
inventions. Where applicant elects a subcombination, and claims thereto are 
subsequently found allowable, any claim(s) depending from or othenA/ise requiring all 
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the limitations of the allowable subcombination will be examined for patentability in 
accordance with 37 CFR 1 .104. See MPEP § 821 .04(a). Applicant is advised that if 
any claim presented In a continuation or divisional application is anticipated by, or 
includes all the limitations of, a claim that is allowable in the present application, such 
claim may be subject to provisional statutory and/or nonstatutory double patenting 
rejections over the claims of the instant application. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 25-37 are withdrawn from consideration 
as being directed to a non-elected invention. See 37 CFR 1.142(b) and MPEP § 
821.03. 

Furthermore, claims 20,22-24 are withdrawn from further consideration pursuant 
to 37 CFR 1.142(b) as being drawn to a nonelected species, there being no allowable 
generic or linking claim. Election was made without traverse in the telephonic 
conversation with Tim Keefer on 12-8-04. Claim 20 is described in paragraph [0051] 
and shown in non-elected species Figure 12. Claims 22-24 are not readable on the 
elected species as Figure 10 only disclose load cells. 

Response to Arguments 
4. Applicant's arguments filed 1-22-07 have been fully considered but they are not 
persuasive. With regard to Christensen, Applicant contends the pivot disclosed by 
Christensen is not readable on amended claim 1 , specifically "the connector is mounted 
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to the top part of the elongated body via the pair of sensors". Examiner disagrees 
because figures 9-9b of Christensen show sensors as a portion of the adaptor 250 that 
connects the connector to the top part of elongated body. Furthermore, as best 
understood by the present Application's specification, it is unclear what is meant by "via 
the pair of sensors" as the specification paragraph [0043] only disclose the sensors 
located "under" the connector 91 (note the typo, as "91" should read "81"). 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it. in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 1-3,6,16-19,21 are rejected under 35 U.S.C. 1 12, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. Claim 1 recites "the connector is 
mounted to the top part of the elongated body via the pair of sensors". Figures 10-1 1 
show sensors, or load cells 22A/22B, disposed between the top part and connector, but 
also appear to show the sensors/plates of figures 5-6. Therefore, the specification fails 
to disclose the limitation of connector mounted to elongated body via a pair of sensors. 
In addition, Figure 1 1 appears to show a connecting aperture similar to those shown in 
Figure 6, which would allow for another part (not disclosed) to connect the elongated 
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body and connector independent of the sensors, which appear to be only positioned 
therebetween. 

In addition, Claim 19 recites the sensors being "biased" while the specification 
only supports "slightly biased". 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the Invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only If the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1-3,6,18,19,21 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Christensen US PUB 2003/012353. 

Christensen discloses in figure 9 and paragraphs 53-58 an instrumented 
prosthetic foot comprising connector 250, elongated body 200 having top and bottom 
parts, ground engaging areas for heel 246 and toe 238, and a pair of side by side 
sensors or load cells 254 interfaced with a controller. 

Note, the limitation "connector is mounted to the top part of the elongated body 
via the pair of sensors" of claim 1 is not clearly described in the specification to define 
what constitutes "mounted via\ As best understood, the Christensen prosthetic foot 
such a mount. 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 16 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Christensen US PUB 2003/0120353 as applied to claim 1 above, and further in 
view of Tarjan et al. US PN 6,091 ,977. 

Christensen meets the structural limitations of claims 16 and 17 but lack the 
express written disclosure of using a wired or wireless interface to connect the sensor 
and controller. Tarjan et al. teach control systems for prosthetic parts having sensors 
wherein the interface may be made by wireless or wired interfaces (c1:10-15 and c5:57- 
c6:44) in order to transmit data to the controller. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to modify the prosthesis disclosed by Christensen to include a wireless 
or wired interface as taught by Tarjan et al. in order to transmit data to the controller. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William H. Matthews (Howie) whose telephone number 
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is 571-272-4753. The examiner can normally be reached on Monday-Friday 10- 
6:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Corrine M. McDermott can be reached on 571-272-4754. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Infomnation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomnation for unpublished applications is available through Private PAIR only. 
For more Infomiation about the PAIR system, see http://palr-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




William H Matthews 
January 24, 2007 



